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REMARKS 

The Office Action mailed October 12, 2006 has been carefully 
considered together with each of the references cited therein. The amendments and 
remarks presented herein are believed to be fully responsive to the Office Action. 
Reconsideration of the present Application in view of the following remarks is 
respectfully requested. 

Applicant has amended the claims to more clearly recite what Applicant 
believes to be the invention. In claim 1 , Applicant has amended the range of the 
variable "m" to recite from 1 to 30 and canceled claim 5. Support for this amendment 
may be found in originally filed claim 5 and claim 1 . In addition, Applicant has 
dropped claim 10. It is believed that this amendment does not add new matter to the 
Specification. 

The objection to claim 10 under CFR 1 .75(c) as being of improper dependent 
form is moot in view of Applicant's amendment canceling claim 10. 

Claim 1 was rejected under 35 U.S.C. §112, first paragraph, for failing to 
comply with the enablement requirement for not reciting a counterion. Claim 1 recites 
a quaternary ammonium cation. In Applicant's Specification in paragraphs [00039] 
and [00040], Applicant discloses that 

Where R 1 is C r to C 22 -alkyl, C 2 - to C^alkenyi, C 6 - to C^-an/l or C r to C 30 - 
alkylaryl, counterforts for the compounds of the formula (1) are all anions 
which do not impair the solubility of the compounds of the formula (1) in the 
organic-aqueous mixed phases. Such counterions are, for example, 
methylsulfate ions (methosulfate) or halide ions. 

Where R 1 is -CHRS-COCr or -Cr radicals, compounds of the formula (1) are 
betaines and amine oxides respectively and, as internal salts (ampholytes), 
have an intramolecular counterion. 
Thus, claim 1 does contain subject matter which is described in the specification in 
such a way as to enable one skilled in the art to make and use the invention. 
Therefore, the rejection of claim 1 under U.S.C. §112, first paragraph, as failing to 
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comply with the enablement requirement should be withdrawn. 

^Claims 1 -4 and^B ^ere rejected under 3$ US C. §1 02(b) as being anticipated 
by Vartanian (U S, Patent No. 4,1 71 ,959) The rejection of claim 1 T ;as amended, 
under 35 U.SfC; §1 02(b) as being anticipated by Vartanian (U.S. Patent No. 
4,1^1 ,959).shoutd bb wtthdrawn for the treason thk as amended, mfn -Applicant's . ; 
formula <1>) Is not O, but ranges from 1 to 30. Thus, the bridge between the succinic < 
: acidvgroup .and the- cationld^hKrogen atom, in the instant invention has an * ; 
oxyalkylated structure in contrast to the -bridging .structure of Vartanian et al. which is 
a hydrocarbon structural unit. Furthermore, Vartanian et aL is directed to reducing 
exhaust gas emissions from fuels (such as gasoline or diesel which comprise ' 
hydrocarbon molecules having ic 4 to C 1D ^mp]ecules).which are burned In internal . . 
combustion engines. Applicants invention relates to reducing gas hydrate formation: 
A gas hydrate is a hydrate consisting of a v water lattice in which light hydrocarbon 
molecules, such as meffiane' are embedded resembling dirty ice. ^Hydrates normally 
form when a gas stream is cooled befow its hydrate formation temperature in the ^ 



presence of free water, such as when the gas is colderthan its water dew point 

V^X-^:/^^'U'i-l rfi . «pA^pi iro : ^ri^ tarn vfrrv Jn\/r\ ratia . f r*Yimcif in ni ! : : . • • 



are often found in pipelines. Secondary conditions such as high gas velocity, Q 
agitation and the formation of a nucleatlon site may also help form hydrates., Hydrate 
formation is undesirable bferaus^ plugging of flo^JIn^ f |: ^ v Q- 

valves and in^rumentation. ^ : !:CD" 

damage to pipelines and equipment, Vartanian et ah is directed to an entirelly . 
different field of ^ to burning; hydrocarbon fuels and reducing exhaust aa^M^\ 

emissions from internal combustion engines. It is fundamental that all elements of a 
claim must be found united in the same way to perform the identical function for a 
reference to establish anticipation. Anticipation is a technical defense which must 
meet standards: Un(ess all of the same elements are found in exactiy;the same ;|. ! S 
situation and united in the same way to perform the identical function in a single prior 
art reference^ there is no anticipation. Therefore the rejection of claim 1 , as amended 
under 35 U.S.C, §1 02(b) as being anticipated by Vartanian etal. (U.S. Patent No, 
4,171 ,959) should be withdrawn for the reason that nowhere in the Vartanian et al. ^ 
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reference is there disclosed a compound Which has an oxyalkylated structural unit 
between a succinic acid group and a cationlc nitrogen group for use in metal working 
or to red Ucelhyd rate formation. The rejection of claims 2-4 and 6 under 35 0 3:0 y 
§102(ib^ as being anticipated byVartanian et al ^U^S. Patent No: 4,171^959) should 
ibi withdrawn for the masons gftren in isu^ 1 r as 

tlieyitJepend, ' v > ■ L v : • , 

Claims 7 and 8 were Yejected under 35 U.S;C. §10^(1^ aslbeirig^ 
by Japanese reference JP 05193073,Kam^ 

of daims> and 8 under 35 U.S;C. §1D2(b) as being anticipated by. Japanese /s 
Teference .JP 05193073 Karnijukkoku (hereinafter '073J. should be withdrawn for the 
Teason -that the '073 reference is directed to thermoplastic film with antistatic 
properties and good printability, not gas hydrate formation prevention, and nowhere 
inlthe '073 reference is it disclosed that the bridging group between the succinic acid 
group and the catipnic nitrogen is an oxyalkylated structural unit. Anticipation is a 
technical, defense which must meet standards: Unless alhof thesame elements are ; 
found in exactly the same situation and united in the same way to perform the 
identical function in a single prior art reference, there is no anticipation. Therefore 
the rejection of claims 7 and 8, as amended under 35 U.S.a §1 02(b) as.being . 
anticipated by Japanese reference JP 051 93073 Karnijukkoku should Be withd rawn 
for the reason that the structure of Applicant's compound is not found in the 
Japanese reference '073. ' : : • . . ; : ! ' i ■ .-r 

The rejection of Claim 10 under 35 U.S.C. §1 03(a) as being unpatentable 
over Vartanian in view of Chou {U.S. Patent No. 4,329,239} is now moot in view of 
Applicant's amendment , ^ : . ^' 

'. . . ^ • - • ' 

Claim 9 was rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Vartanian in view of Voogd (U.S. Patent No. 3,81 8,876). The rejection of claim 9 
utfder 35 U.S.C: §1 03(a) as being unpatentable over Vartanian ip view of Voogd 
(U.S: Patent No. 3,81 8,876Xshould be withdrawn for the reason that neither the 
Vartanian reference or the Voogd reference disclose any method for preventing gas 
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hydrate formation, and ^either reference taken separately or tqgether d 
Applicant's compound, As discussed hereinabove, the Vartanian reference relates to 
controlling gas emissions ifr6m>]nterrial cx)mbustlonjerigines, not preventing gas- 
hydrate formation Deposit formation in internal combustion engines result during 



light hydrocarbons at flowing conditions where no combustion is taking place. The 
Voogd reference also relates to a fuel system for reducing emissions from internal 

analogous reference which would teacrvor direct anyone skilled In the art of 
preventing the formation of gas hydrates to use applicant's claimed compound. 
Therefore, the rejection of claim 9 under 35 U.5.C. 103(a) over Vartanian in view of 
Voogd is improper and should be withdrawn for the reason that both references . 
relate^nomanalogousrart and neither reference iteaches a method for preventing ; 

-"f/N ^W^i-k ^\f:r*<**».-;l^.\*f4**r*+A^ i »r>irv/-i Ar^ r^lir*<ari+- , .o r^l-fairvnQr? rnmnni inrl : > 



Vartanian in view of Carlisle (U.S. Patent No, 5,439,603) and Chevron. Although 




is 



carburetor detergent to reduce exhaust gas emissions from the burning of fuels In 

an internal combustion engine. Vartani q" 

from the blow-by of exhaust gases in the drankcase zone of the engine can be ; ; jj^- 

reduced by a fuel additive (detergent) comprising, a quaternary ammonium salt of , ; . fST 

succinimide, wherein the bridge between the succinic acid group and the cationic 

nitrogen compound is only disclosed to be a divalent hydrocarbon radical having 2- ^* 

10 carbon atoms (See column 2, lines 29-30). Thus, Vartanian teaches away or is at :.. 

best silent on any other type of chemical bridge. Carlisle relates to a novel ; / 

Ji iKHrotinn aII cnfi iKIa >rv\mnni iirtA fnri ico aQ \a Hicnorcant in li iKriraiti nri oiler \A/hif*h :3 ; 
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it* c x 

I 

o 



and d iscloses that R 2 is a d ivalent rou p havmg many alternatives jncludin^ aikenes;, 
pdlyefhere^ an excerpt frpm CarJisle fra 

columns 2, line 45 to cblumn 3, line 18). s \ • *» 



• dhrafhat^mp mdb Urn HiW^HXY It *» dfcyfane 
•ofcss, yaefe — ■ oa eAyfcaa; wry i i j i > ti n i n «flttOC C^fr R s 
fa — (CHTCHaMH^tCHjCHc— wbere k b xero or to 
tatter free* I to ? paefeoSty S » f * 




«y Cubttorc orefenfefr methyl «r eftyl or bytfro*y »ch pofrgflier amior* may contain oir 

raercaKSr *w*2*t*r poijrcihcf ♦rnioo »re <hc fc*T«3taj>«. 

wick «r fcjtu oat © or NK £r«rp. cod in parttcxdur con- ■. 

tv usis of aUcyftm oxa or atkyteoc 



t«*y t&o bo a divaJcn group ite . . ^ 



6-30 <mtt>*m» ctcfe. phcoylcac cr bjphcnylcac diamine 



The "Chevron reference"; is a general non-specific statement and relat to a " 
gasoline additive consisting of polyether amines. The ^Chevron .reference* 5 US 
Patent 5,439,603, in' Formula (J) with R 2 as disclosed at col 3, line 3, is a compound 
having an ^electrically neutral nitrogen atom, and which is not the same as' 
Applicant's ammonium compound. " Chevron" very simply states that poiyether 
amines are highly effective for fighting deposits in an engine's intake system ; 



Q 
CO 



and avoiding combustion cha 

examiner i^|gfi||s;\that one skilled in the art of gas hydrate inhibitors would take the 
carburetor detergent of Vartanian and selectively combine the poiyether bridge 
from the hundreds of R 2 's disclosed in Carfisle's tertiary amines for lubricating oils, 
not fuels, because the Chevron reference makes the general statement, noi in any 
related to succinic acid derivatives or quaternary ammonium compounds, that' 
polyethers exhibit deposit reducing properties in fuels. An internal combustion 
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•engine ^ cri I sy ;aTi^ vrii q <o n e ^ ki I led i ii ;th rf ; 6f ;g a s ^hydrate ^ 4;. 

formation prevention would, select the polyamine unit structure of a chemical bridge: 
between the succinic acid group and a quaternary ammonium group frcnri a ; ; : , ' ~ : 
dbpersant for lubricant^ &boiit fuels without the l .; 

benefit of improper hindsight. <Obvious-to4ry is not the basis for 35 U;S.G 103. The V 
mere fact thiat the disclosures of references can be combined does not make the 
combination obvious ti nle^s the art also cony ins something to suggest the 
desiraM It is impermissible within the framework .of section J 

303 to pick and choose from any one reference only so much of ft «s will support a 
given position, to the exclusion of other parts necessary to the full appreciation of i 
whatjsubh reference fairly suggests to one of ordinary skill in the art. It is wrong to 
&s& the Applicant's disclosure as a guidelhrough the -maze of prior art references, 
combining the right refe 

instant claims. Thereforei any rejection of amended claim 1 as being obvious under 

35 U:S:<^ 

Chevron should be withdrawn for theVeason that the fact that the disclosures of 
referehc^^n^be corribi 

.... . • . • : . • •' .:• • • • .• • .• •• v; :•• w ..... ■....,<■ ;.; ; . .;. . . ... ...->...- . ; : .: 

-: • • I .::' :- - : - '.;.".; .\ . ... , - \ /, .^.7. . " . \7 '■. ■ ' . V " ' ^. "7 .. .:w - . . ':" 7 s . 7. : . ;. .;. - ^ 7.-V .V.: ; v / ; 

also contains- s 
prior art^^ 

purpose£ar^ r^^^ pf^h^rart^ : ; 

cited by the- examiner prevention of gas hydrate formation in 

light hydrocarbon streams. No hydrocarbon combustion or fuel gas emission or any 
engine deposit occurs in gas hydrate formation or prevention thereof. : 

It is respectfully submitted that, in view of the above remarks, the objections 
to the claims and rejections under 35 U.S.C. §112, §102 and §103 should be 
withdrawn and that this application is in a condition for an allowance of all pending 
claims. Accordingly, favorable reconsideration and an allowance of all pending 
claims are courteously solicited. 
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An early and favorable action on the merits is respectfully requested. 



Respectfully submitted. 



Richard P. Silverman, Agent for Applicant 
Registration No. 36,277 

(CUSTOMER NUMBER 25,255) 

CLARIANT CORPORATION 

INDUSTRIAL PROPERTY DEPARTMENT 

4000 Monroe Road 

Charlotte, NC 28205 

Phone (704)331-7156 

Fax (704)331-7707 
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